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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Status 

1 )KI Responsive to communication(s) filed on 09 September 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 6,8,10,11 and 41 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 
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7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
09/09/2008 has been entered. 

Response to Arguments 

2. Applicant's arguments with respect to claims 6, 8, 10, 11, & 41 have been 
considered but are moot in view of the new ground(s) of rejection. The new grounds of 
rejections are necessitated by applicants' amendment to the claims and the addition of 
Claim 41. 

Response to Amendment 
Specification 

3. The disclosure is objected to because of the following informalities: The 
Specification does not disclose what a "high polymer" actually is. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. Claim 8 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 8 recites a film that is broader in scope than in Claim 6. 
In Claim 6, the film is limited to consist of only one material not a mixture of the 
materials nor is the film in Claim 6 a mixture of components of the same material. 

6. Claim 8 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 8 recites a "high polymer." It is unclear what a high 
polymer is defined to be. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 6, 8, 10, 1 1 , & 41 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kooyman et al (1991). 

9. Applicants' claims are toward a device. 

10. Regarding Claims 6, 8, 10, 11, & 14, Kooyman et al discloses the biosensor 
comprising A). A substrate (See Page 83, Experimental Section; Silver Layer); B). 
Coated with a film selected from the group consisting of polystyrene, polyethylene, 
polypropylene, polyethylene terephthalate, polyvinyl chloride, polylmethyl methacrylate, 
polyester and nylon, and whose swelling degree in pure water at 25°C is between 1 and 
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5 with respect to the film thickness in a dry state (this is an inherent property of the 
single component films), the film being on a surface of the substrate to be contacted 
with a physiologically active substance (See Page 83, Experimental Section, 
polystyrene overlayer). 

11. Additional Disclosures Included: Claim 8: Wherein the film whose swelling 
degree in pure water at 25°C is between 1 and 5 with respect to the film thickness in a 
dry state comprises a high polymer comprising 50% by weight or more of monomers 
having a solubility in water of 20% by weight or less (See Page 83, polystyrene 
overlayer); Claim 10: The biosensor according to claim 6, which comprises a metal 
surface or metal film coated with a the film whose swelling degree in pure water at 25°C 
is between 1 and 5 with respect to the film thickness in a dry state (See Page 83 silver 
layer with polystyrene overlayer); Claim 11: Wherein the metal surface or metal film 
comprises a free-electron metal selected from a group consisting of gold, silver, copper, 
platinum and aluminum (See Page 83 silver layer); Claim 41: Wherein the coating 
thickness of the film is between 10 angstroms and 3,000 angstroms (See polystyrene 
overlayer about 20 nm). 

12. Claims 6, 8, 1 0, & 1 1 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Soper et al (2002). 

13. Applicants' claims are toward a device. 

14. Regarding Claims 6, 8, 10, & 11, Soper et al discloses the biosensor comprising 
A). A substrate (See Page 90, Section 2.3, Gold); B). Coated with a film selected from 
the group consisting of polystyrene, polyethylene, polypropylene, polyethylene 
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terephthalate, polyvinyl chloride, polylmethyl methacrylate, polyester and nylon, and 
whose swelling degree in pure water at 25°C is between 1 and 5 with respect to the film 
thickness in a dry state,(this is an inherent property of the single component films) the 
film being on a surface of the substrate to be contacted with a physiologically active 
substance (See Page 90, Section 2.3, NH 2 -modified PMMA). 

15. Additional Disclosures Included: Claim 8: Wherein the film whose swelling 
degree in pure water at 25°C is between 1 and 5 with respect to the film thickness in a 
dry state comprises a high polymer comprising 50% by weight or more of monomers 
having a solubility in water of 20% by weight or less (See Page 90, Section 2.3, NH2- 
modified PMMA); Claim 10: The biosensor according to claim 6, which comprises a 
metal surface or metal film coated with a the film whose swelling degree in pure water at 
25°C is between 1 and 5 with respect to the film thickness in a dry state (See Page 90, 
Section 2.3, NH 2 -modified PMMA); and Claim 11: Wherein the metal surface or metal 
film comprises a free-electron metal selected from a group consisting of gold, silver, 
copper, platinum and aluminum (See Page 90, Section 2.3, Gold). 

16. Claims 6, 8, 10, 1 1 , & 41 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Wagner et al (US 6,329,209). 

17. Applicants' claims are toward a device. 

18. Regarding Claims 6, 8, 10, 11, & 14, Wagner et al discloses the biosensor 
comprising A). A substrate (See Column 13 lines 60-67 & Column 14 lines 34-37); B). 
Coated with a film selected from the group consisting of polystyrene, polyethylene, 



Application/Control Number: 10/779,854 Page 6 

Art Unit: 1797 

polypropylene, polyethylene terephthalate, polyvinyl chloride, polylmethyl methacrylate, 
polyester and nylon, and whose swelling degree in pure water at 25°C is between 1 and 
5 with respect to the film thickness in a dry state, the film being on a surface of the 
substrate to be contacted with a physiologically active substance (See Column 14 lines 
43-47 note: polymers and Column 14 lines 1-14). 

19. Additional Disclosures Included: Claim 8: Wherein the film whose swelling 
degree in pure water at 25°C is between 1 and 5 with respect to the film thickness in a 
dry state (this is an inherent property of the single component films) comprises a high 
polymer comprising 50% by weight or more of monomers having a solubility in water of 
20% by weight or less ((See Column 14 lines 43-47 note: polymers and Column 14 lines 
1-14); Claim 10: The biosensor according to claim 6, which comprises a metal surface 
or metal film coated with a the film whose swelling degree in pure water at 25°C is 
between 1 and 5 with respect to the film thickness in a dry state (See Column 14 lines 
43-47 note: polymers and Column 14 lines 1-14); Claim 11: Wherein the metal surface 
or metal film comprises a free-electron metal selected from a group consisting of gold, 
silver, copper, platinum and aluminum (See Column 13 lines 60-67 & Column 14 lines 
34-37); Claim 41: Wherein the coating thickness of the film is between 10 angstroms 
and 3,000 angstroms (See Column 7 lines 57-61). 



Application/Control Number: 10/779,854 Page 7 

Art Unit: 1797 

Telephonic Inquiries 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BOBBY RAMDHANIE whose telephone number is 
(571)270-3240. The examiner can normally be reached on Mon-Fri 8-5 (Alt Fri off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Walter Griffin can be reached on 571-272-1447. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IB. R.l 

/Walter D. Griffin/ 

Supervisory Patent Examiner, Art Unit 1797 



